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Remarks 

Reconsideration of mis Application is respectfully requested. 

Uponentryoffceforegoing^^^ 
^ claim 35 being the sole independent claim. Claims i-34 are sought to be cancelled 
without prejudice to or disclaimer of the subject matter therein. New claims 35-72 are 
soughtto be added. T*ese changes arebelievedto introduceno newmatter, andtheir entry 

is respectfully requested. 

Basedontheabove amendment and the following remarks, Applicants respectfuUy 

^uestthattheExaminer reconsider all outstar^ing objections and rejections and that they 
be withdrawn. 

/. Support for New Claims 

Support for new claim35 can be found, for example, in the specification at page 7. 
Une 18 through page 8, line 13, at page 10, line 25 through page 1 1, line 6, at page 14, ,ine 

15 through page 15, line 8, and in original claims 1, 2, 6, 15 and 17. 

Suppo rt forne W clain M 36-38canbefound,forexample > inthespecific a tionat page 

7, lines 12-17, and in original claims 3-5, respectively. 

Support for new claims 39 aruUO c^te 
page 8, line 24 through page 9, line 2, and in original claim 16. 

Support for new claims 41 and 42 can be found, for example, in the specification at 

page 8, lines 3-23. 

Supportfornewclaims 43-45 canbe found, for example, inthe specification at page 
7, lines 18-21. 
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Supportfornewclai^^ 

10, line 25 through page 13, line 27. 

Suppo«fornewclaim S 50-53c an befound > for example, ia the specification at page 

13, line 28 through page 14, line 14, and in original claim 21 . 

Supponfornewc^canbc^ 
line 28 through page 15, line 8, and in original claim 22. 

Support for new claims 55 and 56 canbefound, for example, in the specification at 
page 14, lines 15-27 and in original claims 7-10. 25 and 26. 

Supportfornewclaim 57 canbefound, for example, inthe specification a t pa g el5, 

lines 2-5. 

SupportfornewclaimSScanbefound^orexamplcinthe specification at pagelS, 

line 27 through page 16, line 3- 

SupportfornewclaimsS^c^ 

16, lines 15-23, and in original claims 12-14. 

Su P ponfo r newclaims6 3a nd64c^^^ 

page 14, lines 15-17, and in original claims 23 and 24. 

Su p P ortforne W claims65-67canbefound,forexam P le, inthe specification at page 

14, lines 15-27 and in original claims 1 1, 27 and 28. 

Su PP o rt forne W claims68-70 C anbefo W 

15, lines 9-26, and in original claims 30-32. 

Supportfornewclaims71 and 72 can be found, for example, in the specification at 
page 16, line 24, thorough page 17, line 5, and in original claims 33 and 34. 
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//. Examiner Interview 

Applicants and Applicants" undersigned representative thank the Examiner for the 

Exan^erlni^iewconductedonMayl^^ 

35 U.S.C. § 102 was discussed. 

HI. Claim Rejections Under 35 I/.S.C § 112, Second Paragraph 

Claims 1-34 were rejected under 35 U.S.C. § 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
Applicants regard as the invention. See Paper No. 18, page 2. Applicants respectfully 

traverse this rejectioa. 

This rejection is directed specifically to the phrase "the nucleotide compositions of 
(X^andCTO, are substantially identical," m claim 1, and to the phrase "the nucleotide 
compositions of (X.X,)^ and WY.Y* are substantially identical," in claim 2. 
According to the Examiner, "it is not clear whether the claimed nucleotides are to be 
comparedfor substantial identity between the strands or b^een nucleotides of a particular 

strand. . ." See Paper No. 18, page 3. 

Applicants respectfully submit that the intended meaning of the two phrases in 
question would be clearly understood by *ose of oro^aryskiUm the art, espe^iaUym 

of the specification which states; 

fbly "substantially identical in base composition" is meant 
that the top and bottom strands of the repeat-containing 
sequence are about 80%, preferably at least about 90%, more 
preferably at least about 95%, still more preferably at least 
about 98% or about 99%, and most preferably at least about 
100%, identical in base composition. 
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See specification at page 8, lines 7-11. 

Moreover, as understood by persons of ordinary skill in the art, the tenn "base 
^position" refers to the relative proportion of each nuclide base (A, C G and T) in a 
^ennucleotidesequence. It is clear, therefore, that the substantial identity referred to in 
claimS 1 and 2 is between the top and bottom strands of the recited repeat-contaimng 
sequences. Thus, the intended meaning of nucUot^e colons ** - — "> 
ide nUcal is that, in a double stranded nucleic acid molecule, the percentage of each 
nuol eotide in onestrand of the molecule is substantially the same as the percentage of each 
respective nucleotide in the opposite, complementary, strand of the molecule. 

Solely to make explicit the implicit meaning of the phrases recited in claims 1 and 
2 thesecla^havebeencancelledandnewclaimSShasbeenadde,. Claim 35 includes 
the expression ». . . .herein the top strand of said repeating sequence has 

SUDS tan ti ally*esam^^ 
ApphcantsrespectfuUysu^^ 

of ordinary skill in the art. Accordingly, the rejection under 35 U.S.C. § 112. second 
paragraph, has been fully accommodated and should be withdrawn. 

IV. Claim Rejections Under 35 IfcS-C § 102 

Clatosl-21and2304werer^ 
by U.S. Patent No. 5,824,787 to Singer (hereinafter "Singer"). Applicants respectfully 

traverse this rejection- 

Under 35 USC § 102, a claimUn only be anticipated if every element in the claim 
is expressly or inherently disclosed in| a single prior art reference. See Kalmar, v. Kimberfy 
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CJark Corp., 713 F.2d 760, 77. (Fed. Ci, 1»* -* «S U.S. 1026 (1*4* see 

teachorsuggestaUofmeelemen*^^^^ 

anticipate Applicants' claims, 

a a i^l-21 a nd23- 3 4h 8 veb e encan C elled.Claims35-72havcbeenad de dtom a ke 

expHcitthesubjectmatte^ 

L34 New claims 35-72 are directed to, or include the use of, nucleic acid molecules 
comprising two or more copies of a repeater* sequence. As recited in new claim 
35 'Wrepeat-corrfa^^^ 

5 to about 1 000 base pairs, and wherein the top strand of said repeat-containing sequence 
^subst^ally^ 

See also specification at page 8, lines 1 -5 and the exemplary repeat-containing sequences 

listed on page 8, lines 16-23. 

TWolecules * SMger do notcor^a^^^^ 
is defined in Applicants' specification and claims. In particular, the sequences listed in 
Singer, Table 1, Unmade double stranded, would not form polynucleotides wherein the 
top strand has substantially the same percentage of each respective nucleotide as in the 
bottom strand (,*. , the top and bottom Strands of the sequence, in Singer would not have 
^bstantiallyiden^ 

■■EP/SmP" in Singer has the following (top strand) nucleotide sequence: 

GTT GTG TGG GGG GTT TTT AG. 
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following sequence: 

CAA CAC ACC CCC CAA AAA TC. 

j • <o/ a C 50% G and 45% T. The base 
The base composition of the top strand ts: 5% A, 0/. C 50/- G an 

C o mP o S itio n o ft hebot tom st la n d i S 45%A, 5% C,0%Gand 5 %T. Thus, the sequence 
^gnatedEP/SntfinS^ 

^base copious of the two strands are completely different from one another. 

By contrast, the repeat-containing sequences that are included within the pre^t 

.inthebottomstrand.Infac^^^ 

specification at page 8 exhibit *P - *~ 

example. SEQIDNO:! (ATC TCA GGA T) has the following base composition: 30% A, 

20 % C, 20% G and 30% T. The complementary (bottom) strand dAG AGT CCT A) has 

. . *u * ■ -uw a ?0% C 20% G and 30% T. In other words, the 
the same base composition, that is, 30% A, 20 A l. w « 

re p e at-contain i n B sequence dented as SEQ ID NO:l has the same percentage of each 
active nucleotide (A, C, G and T) in the top strand as in its bottom (complementary) 
As the specification makes clear, this identity of base composition is of great 
significance, for example, in determining the manner in which the top and bottom strands 
migraterelativeto one another on ^yacrylamide gels. *. specification at page 16, lines 



4-11. 



Singerfaiistoexpresslyorinherentlydiscloseevery element of A PP Ucants' claimed 
invention. Ap ^^^n^^^^'^^^ 1 ' 21 ^ 
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34 under 35 USC § 102(e) was improper and, accordingly, should not be applied to new 

claims 35-72. 

K Claim Objections 

me Examiner objected to claim 22 as being dependent uponarejected base claim. 
*. Paper No. 18, page 4. The Examiner stated that clain, 22 would be allowable if 
rewritten in independent form including all of the limitations of the base claim and any 

intervening claims. See id. 

Applicants note that claim 22 has been cancelled; however, the subject matter 
encompassed by claim 22 is now encompassed by new claim 54. As discussed in detail 

above, tel ^^|l(«.)^«^^^^ ta ^ tota1 ^ 

p^ntedclain^Ac^^ 

base claim was likewise improper and should not be applied to new claim 54- 



Conclusion 



All of the stated grounds of objection and rejection have been properly traversed, 
^ommodated, or rendered moot. Applicants therefore respectfully request that the 
Examiner reconsider all presently outstanding objections and rejections and that they be 
withdrawn. Applicants believe that a full and complete reply has been made to the 

If the Examiner believes, for any reason, that personal communication will expedite 
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prosecution ofihis application, the Examiner is invited to te.ephone the undesigned at & c 
number provided, 

Prompt and favorable consideration of this Supplemental Amendment and Reply is 
respectfully requested. 



Respectfully submitted, 

STERNE, KESSLER, GOLDSTEIN & FOX P.LA.C 

Frank R. Cottingham 
Attorney for Applicants 
Registration No. 50,437 



1 100 New York Avenue, N.W. 
Suite 600 

Washington, D.C. 20005-3934 
(202) 371-2600 

::ODMA\MHODMA\SKGF_DCl;956*3 ; 1 



SKOFRcv, 4W02 
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v f r S inn with w^rkinjrs to show change made 



Claims 1-34 are sought to be cancelled without prejudice or disclaimer. 



New claims 35-72 are sought to be added. 



SKOF DCl:P5663.l 
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